MO'NOV. 22. 2004 5.:33PWi. iPABST PATENT 6R0UP<ing techno i77q1923-5:N0. 2286 P. 13p-i 



IN THE WTTBD STATES PATENT AND TRADEMAHK OFFICE 

RECEIVED 

AppUcaats: Steven Say-lqrouix Ow and Tae Tm Eom CB^TiAL FAX CETfTER 

SeritdNo. 09/121.152 Art Unit: 1731 NOV 2 2 2004 

Filed: May 6, 1994 Examlnex: Steve Alvo 

For: Biological De-biking Metbod 



DECLARATION UNDER 37 C fJL 1.132 



Commissioner for Patmts 
P.O. Box 1450 
Alezaiulda, VA 22313-1450 



Sir 

I, Howard Kaplan, hereby declare that: 

1. I am employed at Enzymatic Deinking Tedmologies, Noroross. OA, as Us chief operaliijg 
officer. Enzymatic Demking Technologies is the liceaisee of the aboveTidentified patent 
appUcatioiL 

2. I infltnictcdmy laboratory mflaager, Jiaa Hwa Ma, to conduct cseperimeitts to compare the 
deiridng of recycled paper Msing the conditions described hi example 2 of Japanese patent 
appHcationNo. 59-929^ Cthe JPA") and the above-ideixtificd patent ^plication. 

3. I reviewed JPA to determine the conditions and materials described meiein for the 
enzyme enhanced deinking of recycled paper. The only conditiona were described in tiw 
exan^les. Example 1 added a number of materials other than an enzyme and NaOH. Example 2 
examined the efiEect of addhig 1% by weighiNaOH and an alkaline odlvdase. It was my 
uodentanding that Ihe examiner prefeaed we use the conditions of Example 2 go that there 
would be fewer variables. We therefore conducted a comparison of the deinking of recycled 
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paper as described in example 2, wifli the claimed method wbich teqiriies a pH of less dian 8, 
diflferiogmthspH of the reaction mixtures and 1becclhilases\?luch were added. 

4. Example 2 does not ptovide a pH of the teaction mixture but instead refers to adding 1% 
(relative to the old newspaper) NaOH. This creates apH of 10.6. For purposes of comparison, 
NaOH was not added to the leactlon mixtare of the claimed method. The pH of die reaction 
mixture was 12. 

5. itwasnotpossibletoobtainanyofdieenzymesdescribedatpageSoftheJPA. We 
contacted Amano Phaimaceuticai Co. and tried to locale Ueda Kagaku, who are listed as the 
manufecturers. We also searched a number of catalogs and on the iniemeL Amano did not sell 
the named laizyme and Ueda qjpears to be out of business. We then obtained an equivalent 
alkaline cellulase ftom Meiji Selka. HEP-100, an alkaline cellulase which is active over arange 
of at least 4.0 to 10.0, with a pH optimum of 8.0. For purposes of coxnparison, a neutral cellulaae 
was obtained from Novozymes, Novo^ 342 produced by the fungus Humicola iusolens, which 
has an optim(um pH of between 6.5 and 7.5. 

6. As described in Example 2 of the JPA, each reaction mixture contained old newspapers, 
cot in 2 X 5 cm pieces, fed imo a laboratory dismtegialor, water and, for the JPA study, 1 .0% 
NaOH, reladve to raw material old paper, and (hsintegration done at pulp concentration 5%, 
40*0 for 20 mhnites. After disintegration, 0^% enzyme relative to rawrmaterial old paper as 
described in exaixq>le 2 was added to the mixture contahiing the 1% NaOH and an equivalent 
amount of enzyme added to the other reaction mixture, and stirring was done at 45'C for one 
hour. The pulped material was then concentrated to 1 5% pulp concentration, dUuted to 1% by 
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addedi^,aiidfilt^thioughaB^ The paper in the fomel and tiieffltiate 

ti&en analyzed. 

7, Tbs whiteness of Hie treated pulp (L-value) and the whiteness of the removed Uquid 
value) were detennined for paper and filtrates ftom both samples. 

TTie Jesuits showed that the treatment at the lower pH was more effective than the 
treaimeat at d>e higher pH, despite tiie use of the 1% NaOH to sweU the ceUuJoise fibers and 
release the ink In Ae p^ as well as the use of a oellulase. 

Paner L-value £.Htyate l^value 

65.9% 60.6% 



J? A sample with l%NaOH 



Ow san^le at pH 7.2 



66.6% 56.8% 



8. Not only were the lesults superior wthout NaOH treatment, bui the cost of the treatment 
m the absence of fteNaOH is leduced since NaOH costs about $300/ton on a 50% basis. 

9. Tlie undersigned declares that all statements made heiem of his own knovtoJge are true 
and that aU statements made on information and belief are bedieved to be true and further that 
(hese statements are made wifli the knowledge that wiliiiU felse statements are punishable by fine 
or hnprisooment orbothunder 18 U.S.C. 1001, and that such wUlfid felse statements may 
jeopardize the vaUdity of the abovenidentlfied patent appUcalion or any patent issuing ihereoa. 




Date: 

Howard Kaplan 
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